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The Patent Statute

AAWhoever i nvendngnewand di scove
useful process, machine, manufacture , or
composition of matter , or any new and
useful improvement thereof , may obtain a
patent therefor, subject to the conditions and
requirements of t8h0ls titl e.

ARAThe precessnd i me process, art or
method , and includes a new use of a known
process, machine, manufacture, composition of
matter, or mat 8600bal . o 35 U




Invention Categories Generally

A Machine/Manufacture/Composition
A tangible thing such as an apparatus, a product, or a
chemical formulation/biological matter
A Process/Method
A of making something
A of using something
A of doing something




The Supreme Court: 1970s

Gottschalk v. Benson, 409 U.S. 63 (1972)

A Converting data into binary code using an algorithm
and a digital computer is not patent eligible.

AfiMent al processes and abstr
are not patentable, as they are the basic tools of
scientific and technol ogi ca

Parker v. Flook, 437 U.S. 584 (1978)

AUpdating an fdalarm | imito d
not patent eligible.

A Method of calculating is not patent eligible, e

nNneven | f the soluti on oSk f O
(e.g., catalytic conversion). GILSON

&LIONE
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e
The Supreme Court: 1980s

Diamond v. Chakrabarty, 447 U.S. 303 (1980)
A Genetically modified bacteria for breaking down crude
oll is patent eligible.

ASuggests that fanything und
mano I s patent eligible

Diamond v. Diehr, 450 U.S. 175 (1981)

A Method for curing rubber using Arrhenius equation is
patent eligible.

AThe invention required fAdtr a
article to a different|sd at

A Laws of nature, natural phenomena, or abstract Ccon

Ideas are not patent eligible. &LIONE.
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Business Methods Before Bilski

ABefore 1998, the USPTO often
claims undertheso-c al | ed Abusi ness met
patentability of processes

A Then the Federal Circuit Court of Appeals held that
business methods may be patented. State Street Bank &
Trust Co. v. Signature Financial Group (Fed. Cir. 1998)

AfiWe take this oppoonceivwechi ty t o
exception to rest.o

AHowever, the method inventio
concrete, and tangible resul

A As a result, the filing of business method patent
applications exploded from less than 1,000 in 1997 HOFER
to more than 11,000 in 2007 GILSON




The State Street Invention

1. A data processing system for managing a financial services
configuration of a portfolio established as a partnership, each
partner being one of a plurality of funds, comprising:

(a) computer processor means [a personal computer including a
CPU] for processing data;

(b) storage means [a data disk] for storing data on a storage
medium;

(c) first means [an arithmetic logic circuit configured to prepare
the data disk to magnetically store selected data] for
initializing the storage medium . . ..

Al ]t produces O6a wusefuli, conc]
a final share price momentarily fixed for recording and .~
reporting purposes and even accepted and relied upon |worex
by regul atory authorities|¢&nd I

&LIONE
®
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Patentable Subject Matter

A Any made-made creation that is Useful, Novel
and not Obvious

A Keeping Up with Technology:

A1970
A1980
A1990
A2000
A2010
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Exampl es of Patented n

A Denver Boot E-mail Order Status

A Reverse Auctions
A Build-To-Order

A Click Rewards

A 1-Click Checkout

A Credit Card Security
A E-Trading

Group Purchasing
Browsing Analysis
Web Shopping Carts

m- m m M




In re Bilski, 545 F.3d 943 (Fed. Cir. 2008)

APatent Officebds rejection of
IS appealed

A Method of reducing risk in commodity sales - - the
representative claim did not recite the use of any
computer or machine

A Enbanci all 12 judges of the Federal Circuit
participated in the decision, but 3 dissented

A Intended to clarify the standard for patent eligibility of
process inventions

A Decided October 30, 2008
A Held: not eligible for patent HOFER
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Overview on Bilskl Decision
AReaffirms that no Abusiness
patent eligibility exists

AOverrules Auseful, concrete
of State Street Bank

AArticul ates new Amachine or

A Appealed to U.S. Supreme Court (oral argument on
November 9, 2009)

A About 70 amicus briefs filed T majority favors Bilski

A Supreme Court decision expected June 2010 T

®
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The Bilski Claim

A method for managing the consumption risk costs of a
commodity sold by a commodity provider at a fixed price
comprising the steps of:

(a) Initiating a series of transactions  between said
commodity provider and consumers of said commodity
wherein said consumers purchase said commodity at a fixed
rate based upon historical averages, said fixed rate
corresponding to a risk position of said consumer;

(b) identifying market participants  for said commodity having
a counter-risk position to said consumers; and

(c) initiating a series of transactions  between said
commodity provider and said market participants at a

second fixed rate such that said series of market i
participant transactions balances the risk position of |g/sox
said series of consumer transactions. ELIONE,

1 2 usebrinks.com



The Bilskl Test

A Federal Circuit understood Supreme Court precedent as
rul ing out all Aprocesseso as

A Federal Circuit identified two ways approved by the
Supreme Court to show patent eligibility under A101

A Two-Parti Mac hi ne or Tr ansiftleeontyat i on
test for determining patent eligibility of a process claim

A A process claim must:
(1) Be tied to a particular machine or apparatus, or

(2) Transfoorma parti cul ar object 1 nt.
t hing. o
A Policy: Cannot prevent others from using fundamental ;<
principles, mathematical formulas, or laws of nature; HOFER

GILSON
&LIONE
®
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The AMachi neo Test

A process claim may be patent eligible if it is tied to a
particular machine or apparatus

Did not address what woul d be
machine or apparatus, and explicitly declined to address
whether mere recitation of a computer is sufficient

A special purpose computer should be sufficient, e.g.,
navigation system, audio system, DVD player, mp3
player

Token recitation of structure
machine that operates accordingto F=mla . 0

Unknown whether merely reciting a general purpose [BRINKS

~ HOFER N
computer (e.g., fNa procelssS,Rro
Patent Office has granted such patents (for now) &LIONE,

usebrinks.com



I,
The ATransfor mati on:

A A process claim may be patent eligible if it
transforms an object into a different state or
thing

A Also applies to transformation of an electronic
representation of a physical object

A The transformation must impose meaningful
limits on, and be central to, the claim scope

A If sufficient transformation is present, additional
limitations can be mental steps

®
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Claims That Fail Both Parts Of The Bilskil Test

A Merely mental steps or performing mathematical
calculations on unspecified data

A Methods of manipulating intangible concepts like legal
obligations, human relationships, mental concepts, or
business risks

A Field-of-use limitation (e.g., limiting use of a mathematical
formula to a particular technology)

A Insignificant post-solution or extra-solution activity, e.g.,
graphically displaying variances of data from average
values, or storing calculations in a database

BRINKS
HOFER
GILSON
&LIONE®
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Interim USPTO Examination Guidelines for
Evaluating Eligibility Under A101 (August 2009)

AApplies until the Supiskek me C
A Supersedes earlier USPTO guidelines
A Does not have the effect of law

A Adoptsthe Bilskiin mac hi ne or transfo

®
1 7 usebrinks.com



Interim Examination Guidelines (contd.)

Step 1: Is the claim directed to one of the four patent-eligible
subject matter categories: process, machine, manufacture, or
composition of matter?

Process T an act or a series of acts or steps that are tied to a
particular machine or apparatus or transform a particular article into a
different state or thing.

Machine T an object consisting of parts, or of combination of devices.
This includes every mechanical device to perform some function and
produce a certain effect or result.

Manufacture T an article produced from raw or prepared materials by
giving to these materials new forms, qualities, properties, or
combinations, whether by hand-labor or by machinery.

Composition of matter 1 all compositions of two or more
substances and all composite articles, whether they be the BRINKS
results of chemical union, or of mechanical mixture, or HOFER

. . GILSON
whether they be gases, fluids, powders or solids, for example. | [ one
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Interim Examination Guidelines (contd.)

Step 2: Does the claim wholly embrace a judicially
recognized exception, which includes abstract ideas, mental
processes or substantially all practical uses (pre-emption) of
a law of nature or a natural phenomenon, or is it a particular
practical application of a judicial exception?

In addition, judicially recognized exceptions have been
described using various other terms, including physical
phenomena, scientific principles, systems that depend on human
Intelligence alone, disembodied concepts, and disembodied
mathematical algorithms and formulas, for example.

The claimed subject matter must not be wholly directed to
a judicially recognized exception, or else should be rejected under
A101. However, a claim that is limited to a particular practical |srinks
application of a judicially recognized exception is eligible for |HoFER

patent protection. GILSON
&LION E®
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Interim Examination Guidelines (contd.)

If a Process/Method:

A process claim, to be statutory under 8 101, must pass the

A Ma c hor-hreansf or ma t-or-0 tesh), whiehernsurds M
that the process is limited to a particular practical application.
The test ensures that the process is not simply claiming an
abstract idea, a mental process or substantially all practical
uses of (preempting) a law of nature or a natural phenomenon.

In accordance with the M-or-T test, the claimed process must:

(1) be tied to a particular machine or apparatus (machine
Implemented); or

(2) particularly transform a particular article to a

different state or thing. BRINKS
HOFER

Claim should be rejected if it fails both parts of test. .

20 usebrinks.com




Recommendations

A For The Machine Test:

A Not capable of being performed entirely in the human
mind

A Recite a particular machine/apparatus used in the
process

A Recite computer hardware to mathematically transform
particular data or execute specific algorithm

A The recited machine must impose meaningful limit on
claim scope, not merely general recitation
of a nNnsystem, o0 a Acomputer,h O
post-solution activity (e.g., retrieve, store or BRINKS
display data) nortk

GILSON
&LIONE
®
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Recommendations (contd.)

A For The Transformation Test:

A Recite a physical transformation or transformation
of data representing a physical thing

A Limit claim to practical application

A Specify type or nature of data, particularly the
physical thing that the data represents

A Recite visual depiction representing specific
physical objects

®
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Recommendations (contd.)

A Tie process claims to another statutory class, e.g.,
embodied in, operates on, transforms, or otherwise
Involves a machine, manufacture, or composition of
matter

A File system/apparatus claims instead of or in addition
to process claims

A File a range of claims, including different statutory
classes and different levels of hardware detall, in
case some process claims are later found to be
invalid

®
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Recommendations (contd.)

A In the specification (text and drawings), describe a
computer system that can implement the process,
Including a processor, storage medium, input/output
devices, communication interfaces and display

A Include flow diagrams of the process steps

A Use Means-Plus-Function and Step-Plus-Function
claims in addition to other claims, because scope Is
based on structure/acts disclosed in specification,
which may use a machine or transform an article

A If patent already issued, can seek to reissue patent
with improved claim language BRINKS

®
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A Specific claim drafting tips i

A Recite a physical result of the process both in the

preamble and I n the body, ¢
providing an audible alert to a driver of a collision,
comprising: e.; and audi bl \y
determined collision. o

A Recite a preferred statutory category in the
preambl e, e. g. , NAn arti cl e
comprising e€eo

AUse the ficomputer readabl e
format, which historically has been accepted by the
USPTO

A Recite the visual representation of a physical HOFER
object on an electronic display

®
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Speci fic claim drafting

A Recite specific computer hardware or physical
components, and the relationship between them,
throughout the claim

A Recite that specific process steps are performed
by a computer processor 1 both in the claims and
In the specification

A Recite functional steps being performed by some
kind of physical structure, e.g., by an identified
Ameans, o Amodul e, 0 or fAcorl

®
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Example 1 (tie to computer hardware)

1. Amachineforn An apparat uso] f or
data compression, the machine comprising:

a central processing unit (CPU);
a display unit coupled to the CPU; and

a memory coupled to the CPU, the memory
comprising compression logic operable to:

A . eé. .
B. eé. . ; and
communicate the result to the display unit.

®
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Example 2 (crw)

1. An article of manufacture[orin A pr oduct o] ,
comprising:
a computer readable memory; and

compression logic stored in the memory,
the logic operable to:

A . e e . ,
B . e é : and
C. e e é

®
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Example 3 (crw)

1. A computer readable medium including a program
executable on a processor for generating an alert
message for a mobile vehicle communication system,
comprising:

-

computer programcode [ori 1 n st

computer program code [ori 1 n st
and

computer program code [ori 1 n st

wrcht | 1 oogni sc, 00]
wrcit | 1 oogni sc, 00]

-

-

wrcit | 1 oogni sc, 00]

BRINKS
HOFER
GILSON
&LIONE®
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Example 4 (recite hardware components)

1. A computer-implemented method for determining
a risk of vehicle collision, comprising:

sensing, withanon-ve hi cl e sensor, ¢
calculating, with a collision probability
calculating module, e.; and

notifying a user of the determined risk of
collision by providing a voice output from a voice
generation unit or providing a visual notice on a
display screen.

BRINKS
HOFER
GILSON
&LIONE®
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Example 5 (use means -plus -function)

1. A system for determining a risk of vehicle collision,

31

comprising:
on-vehi cle sensing means f o
coll i sion probability cal
and

means for notifying a user of the determined
risk of collision.

[**must have sufficient hardware and/or computer
Implementation described in specification for each
Ameanso recited I n t helregd ai

HOFER

GILSON

&LIONE
®
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Real Examples

A Decisions from the Patent and Trademark
Office Board of Patent Appeals (B.P.A.l.)

A Ex parte Langemyr, 89 U.S.P.Q.2d 1988 (B.P.A.l..
2008).

A Ex parte Wasynczuk, 87 U.S.P.Q. 2d 1826
(B.P.A.l. 2008).

A Ex parte Halligan, 89 U.S.P.Q.2d 1355 (B.P.A.l
2008).

®
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.. ———..—.
Ex parte Langemyr (BPAN)T May 608 (Unpat

Claim 1: A method executed in a computer apparatus for creating
a model of a combined physical system having physical quantities
by representing physical quantities of the combined physical
system in terms of a combined set of partial differential equations,
the method comprising:

* % %

modeling physical quantities of said one of said plurality of
systems;
determining a set of partial differential equations for . . .;
* % *
outputting a model of said combined physical system based on
sald combined set of partial differential equations for the two or more
selected application modes for the said one of

said plurality of systems, whereby the model represents BRINKS
a mathematical expression of the physical quantities HOFER
of the combined physical system. Z'LLIZ(;':

33 usebrinks.com



Ex parte Wasynczuk (BPAl)TJune 608 (Pat

Claim 9. A computer-implemented method for
simulating operation of a physical system having a
plurality of physical subsystems, comprising:

A simulating a first physical subsystem with a first
continuous-time simulation on a first physical
computing device,

* k% %

A simulating a second physical subsystem with a second
continuous-time simulation on a second physical
computing device,

* % %

A outputting data representative of a state of the  |#orer
second continuous-time simulation . . .
34 usebrinks.conf)




.. ———..—.
Ex parte Halligan (BPAI)- Nov. 0608 (Unpat

Claim 119. A programmed computer method based upon the six
factors of a trade secret from the First Restatement of Torts for
identifying trade secrets within a plurality of potential trade secrets
of a business, where each of the plurality of potential trade secrets
comprise information, said method implemented by the
programmed computer to effect the following steps:

A a) the programmed computer providing a predetermined criteria
for evaluating a potential trade secret of the plurality of potential
trade secrets under each of the six factors of a trade secret from the
First Restatement of Torts . . .

A b) the programmed computer receiving a numerical score value
for the potential trade secret . . .;

A c) the programmed computer calculating a metric from the
received numerical score values under the six factors; and
BRINKS

A d) the programmed computer determining that the T ER
potential trade secret is a trade secret when the calculated g sox

metric exceeds a predetermined threshold value. &LIONE
35 usebrinks.com




What About Non -Computer Inventions

A Prometheus Labs Inc. v. Mayo Collaborative Servs.,
581 F.3d 1336 (Fed. Cir. 2009)

A Claimed a method of optimizing treatment of a
disease, comprising:
A administering a drug to a subject; and
A determining the level of the drug in the subject.

A Federal Circuit found that these steps were
essentially nmethod of trea
always transformative when a defined group of drugs
IS administered to a body to alleviate the effects of an
undesired condition. O [srinks

A Now pending Supreme Court petition for cert. GILSON
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Summary

A Still waiting for Supreme Court decision

AUntil then, patent cl ai ms r
Transformati ono

A Process claims should recite specific computer
physical elements being used to carry out meaningful
method steps; OR

A Process claims should recite transformation of
physical objects or manipulate and display data
representative of physical objects

A In addition to process claims, patents should include
claims directed to products, apparatus, systems |srinks
and computer-readable memory

®
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Questionss?

Mar Ichards
31 729

mrichards@usebrinks.com
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