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For example, a prominent convention

center in Salt Lake City will soon have a
roof equipped with solar panels capable
of producing 2.6 megawatts of electric-
ity, about a quarter of the facility’s
energy needs. Residential homes in
many parts of the United States must
now be built with water conservation
features such as water efficient toilets.

In response to these trends, forward-
thinking companies are offering inno-
vative technologies for energy and
water conservation and new sustain-
able and ecologically adapted building
materials. Many of these technologies
are covered by patents. An unwary
building professional can unexpectedly
get sued for patent infringement or
miss an opportunity to capitalize on
their own innovation.

Patent Basics
A patent owner can exclude others from
making, using, offering to sell, selling or
importing a patented invention into the
U.S.  The government grants such rights
for a limited period in exchange for dis-
closure of the invention. Patents cover
processes, machines, articles of manu-

Modern commercial, industrial
and residential buildings are often
built or remodeled using green
technologies in response to gov-
ernment regulation and economic
pressures. As a result, many struc-
tures are built to meet LEED or
other ecological certification stan-
dards and building codes.

> A number of companies are offering innovative new tech-
nologies. Here’s what to know to ensure you can capitalize
on your company’s new technologies.

A Patented Advantage
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facture, compositions of matter and
improvements thereof. Inventions are
only eligible for patent protection when
the invention is not only new and useful,
but not obvious. Importantly, a patent
does not give its owner a guarantee that
they are not infringing someone else’s
patent rights, only that the claimed
invention is itself patentable.

Two basic types of patents are sought
for building technologies and materials.
The first type is a utility patent. Utility
patents cover machines, processes, arti-
cles of manufacture and compositions
of matter, and last for 20 years from
when they are filed. The second type is a
design patent. Design patents protect
the ornamental appearance of an article
- including a building - but not its func-
tionality. Design patents have a duration
of 14 years. Design patents are usually
less costly to obtain than utility patents,
but they are often easier to design
around in order to avoid infringement.

Patent Infringement
Patents include one or more claims that
define the elements of an invention. The
key to understanding what a patent cov-
ers and what it does not cover is con-
tained in the patent claims. Patent

infringement occurs if all of the ele-
ments of at least one patent claim are
found in an accused product or method.
If a single element is absent, then there
is no infringement.  Importantly, adding
an additional feature to a product or
method does not excuse infringement.

Courts analyze patent infringement
in a variety of ways. Direct infringement
occurs when someone makes, uses,
sells, offers to sell, or imports the inven-
tion without permission from the patent
owner. For example, a person selling an
aerator device which has all of the ele-
ments of a patent claim directly
infringes that patent. A contractor who
installs that aerator and the building
owner are direct infringers, too.

When someone actively encourages
or induces another to make, use, sell,
offer to sell, or import the invention,
they are indirectly infringing the patent.
For example, an architect who instructs
someone to use a patented aerator can
be liable for indirect infringement.

Someone who knowingly sells or sup-
plies an item for which the only use is
covered by a patent claim, such as a sub-
component useable only in a patented
device or method, can be liable for con-
tributory infringement.

Courts can award two types of reme-
dies for patent infringement. Those
remedies include monetary damages
calculated as the patent owner’s lost
profits or a reasonable royalty for licens-
ing the patent. 

An infringer’s profits may also be
included in the damage award for design
patent infringement. Courts can also
triple the damage award if the infringer
was aware of the infringement and sim-
ply disregarded the patent owner’s

rights, and order infringers to refrain
from further infringing activity by issu-
ing an injunction.

Avoiding Infringement
Building professionals should be aware
of patent issues and educate their staff
and coworkers to avoid potential patent
infringement. Consider these practices:
» Contact your insurance carrier about
coverage for defending patent infringe-
ment claims. Some carriers provide rid-
ers for intellectual property claims,
including patent claims. 
» Include indemnity provisions in con-
tracts with suppliers and contractors.
Indemnities are often assumed by the
party in the best position to know about
and avoid a potential problem. Many
suppliers are willing to agree to defend
their customers if the products or serv-
ices they sell are accused of infringing
on a patent.
» Adopt a patent identification proce-
dure. Ask bidders and suppliers to iden-
tify patents that cover their products or
processes. Look for a patent number or
“patent pending” on products you plan
to use and on competing products. 
» Develop your own intellectual proper-
ty. As building professionals developing
solutions to building problems, consid-
er whether the solution might have
broader application beyond the particu-
lar project for which the solution was
conceived. Review whether your com-
pany’s employment agreement requires
employees to assign invention rights to
the company. 

Building professionals who are in -
formed about patent issues can avoid
patent litigation and successfully capital-
ize on their own innovative solutions.

Ryan L. Marshall is an associate and
Steven P. Shurtz is a partner at the 
intellectual property law firm Brinks Hofer
Gilson & Lione in Salt Lake City. They 
can be contacted at 801- 355-7900, or by 
e-mail at rmarshall@usebrinks.com, or
sshurtz@usebrinks.com.
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Building professionals who are
informed about patent issues can
avoid potential litigation and suc-
cessfully capitalize  on their own
innovative solutions.

How To Apply
Here’s the basic process for filing a patent
application with the U.S. Patent and
Trademark Office.

> Determine if your invention has been 
patented by searching the office’s database 
at patft.uspto.gov
> Determine is your company is filing for a
design or utility patent
> Determine if you’re filing globally or in 
the United States
> Decide if you are filing a provisional or 
nonprovisional patent
> Consider an expedited examination
> Determine if you’re filing through an attorney
> Prepare for electronic filing
> Apply for the patent
> Pay necessary fees and appeal for considera-
tion if needed
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